THI S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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Ex parte RI CHARD A. SHARMAN,
and PAUL S. ADAMS

Appeal No. 97-2541
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ON BRI EF

Before BARRETT, LEE and RUGE ERO, Adnini strative Patent
Judges.

LEE, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 from
the examner's rejection of clains 1-16. No claimhas been

al | owed.

Ref erences relied on by the Exaniner

Pate, “Trends in multinedia applications and the network
nmodel s to support them” Proceedi ngs of | EEE d obal

Tel ecommuni cati ons Conference (GLOBECOM ‘ 90), pp. 317-321,
12/ 02/ 90.

1 Application for patent filed January 5, 1995.
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Morse, “Using Conputer Conferencing to Inprove Productivity in
the “90's,’ Proceedings of 1988 | EEE Engi neeri ng Managenent
Conference, PP. 177-186, 10/ 24/ 88.

Shel l ey et al. Pat ent No. 5, 345, 551 Sep. 6, 1994
(Shel | ey) (Filed Nov.
9, 1992)

The Rejections on Appeal

Clainms 1-6 and 10-16 stand rejected under 35 U S.C. § 103
as being unpatentabl e over Pate and Morse.

Clainms 7-9 stand rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Pate, Morse, and Shell ey.

The | nvention

The invention is directed to a system and net hod for
conducting a conference between nultiple participants each
| ocated at a workstation. Independent clains 1 and 11 are
repr oduced bel ow.

1. A method of textually recording at a workstation
spoken contributions to an audi o conference, each participant
in the conference having an associ ated workstation, the
wor kst ati ons being |inked together by one or nore networks,

t he nethod conprising the steps of:
receiving local speech input at the workstation;
perform ng speech recognition on the |ocal
speech input at the workstation to generate a | ocal text
equi val ent ;

transmtting the | ocal speech input to the other
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participant(s) in the conference plus the correspondi ng text
equi valents transmtted fromthe workstation associated with
t he respective participant;

storing both the |local text equivalents and the
text equivalents received fromthe other workstation(s) in a
text file.

11. A systemfor textually recording at a
wor kst ati on spoken contributions to an audi o conference, each
participant in the conference having an associ at ed
wor kst ation, the workstations being |inked together by one or
nore networks, the nmethod conprising the steps of:

means for receiving |ocal speech input at the
wor kst at i on;

means for perform ng speech recognition on the
| ocal speech input at the workstation to generate a | ocal text
equi val ent ;

means for transmtting the |ocal speech input to
the other participant(s) in the conference;

means for receiving spoken contributions from
the other participant(s) in the conference plus the
correspondi ng text equivalents transmtted fromthe
wor kst ati on associated with the respective partici pant;

means for storing both the | ocal text

equi val ents and the text equivalents received fromthe other
wor kstation(s) in a text file.

Opi ni on
We reverse. Qur opinion is based solely on the rationale
and position as articul ated and advanced by the examner. A

reversal of the rejections on appeal is only an indication of
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the lack of nmerit of the exam ner’s expressed view and not an
affirmative or blank indication that the clains are
pat ent abl e.

Pate generally discusses trends in multinedia
applications. Exanples include nultinmedia mail and nultinmedia
conferencing. Furthernore, Pate di scusses nedia conversion.

On page 319, in colum 2, Pate states:

Since multimedia applications by design are
able to handle different types of nedia, an
obvi ous next step is to convert between
media types. It mght be cheaper to store
or transfer information in a different
format than the one in which it wll be
used. One exanple woul d be speech stored
and transferred as text that is converted
back to speech at the destination. As with
nost nedi a conversion, sone information is
lost -- in this case the characteristics of
the original speaker’s voice -- but for
sonme applications that is not a problem
Medi a conversion can be especially hel pful
for the disabled. Text can be converted to
speech for the blind, speech can be
converted to text or even to video clips of
sinpl e sign | anguage gestures for the deaf.

The appel l ants argue that Pate contenpl ates nedi a
conversion only as alternatives, depending on specific
criteria such as cost reduction in transm ssion. The
appel l ants point out that the clained invention requires the
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recei pt of both (1) speech data from ot her audi o conference
participants, and (2) the converted text equivalent to that
data, and that Pate nowhere suggests the dual -receipt feature
of the clainmed invention.

To satisfy the requirenent of receiving both speech and
its text equivalent, the examner cites to the foll ow ng
di sclosure in Pate on page 318, in colum 2, paragraph 2 [1]:

This application is an extension of the

t ext - based el ectronic mail nodel to
i ncor porate audi o, video, and graphics.

It should al so be noted that the above-quoted text is
i mredi ately preceded by the caption “Multinedia Mail:”. The
exam ner further quotes Pate on page 318, in colum 2,
par agr aph 4:
NEC in Japan is also investigating
mul ti medi a conferencing i ncorporating
graphics, still imges, text, voice, and
hand drawn figures transmtted using
satellite conmunication and | SDN
The disclosure cited by the exam ner, however, is

generic, and woul d not have reasonably suggested the specific

requi renent of receiving both the speech data as well as its
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correspondi ng “text equivalent” as the appellants have
claimed. The general teaching of an extension of the text-
based el ectronic mail nodel to incorporate audio, video, and
graphi cs, would not have reasonably suggested sendi ng both
speech and its “equivalent” text. For instance, the
i ncor porated audio may sinply add explanation to a particul ar
portion of the text, as is described in Pate on page 318,
colum 2, paragraph 1:

Wth these features [incorporating audio,

video, and data] it is possible to create a

nmessage with a graphics overlay or

expl anatory text of audio synchronized to

appropriate points in the nessage.

Expl anatory audi o materi al added to a text message is not
the sanme as speech data acconpani ed by its equival ent text
arrived at by |ocal speech recognition on the audi o speech
input. Note that claim 1l requires perform ng speech
recognition on the |ocal speech input at the workstation to
generate a |l ocal text equivalent, and claim 1l recites a neans
for perform ng speech recognition on the |ocal speech input at
the work station to generate a |ocal text equivalent. Thus,

correspondi ng text equivalent is generated from audi o speech

by speech recognition.
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Also, with regard to multinedia conferencing purported
bei ng investigated by NEC, the description is not sufficiently
specific. Mere teaching nultinmedia conferencing incorporating
graphics, still imges, text, voice, and hand drawn figures
transmtted using satellite conmunication and | SDN does not
reasonabl y suggest sending both audi o speech together with its
| ocally generated text equivalent to other conferees. A
concl usi on of obvi ousness cannot be based on specul ation. The
mere fact that the prior art nay be nodified in the manner
suggested by the exam ner does not nake the nodification
obvi ous unless the prior art suggested the desirability of the

nmodi fi cati on. In re Fritch, 972 F.2d 1260, 1266 n. 14, 23

UsP2d 1780, 1783-84 n.14 (Fed. Cr. 1992); In re Gordon, 733

F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 1984).

Wth regard to clains 3 and 14, which further require the
transm ssion of the |ocal text equivalent of the |ocal speech
input to the other workstations in the conference, the
exam ner is erroneous in concluding that Mrse discloses or
reasonably suggests that feature. 1In Mrse, all inputs are
transmtted to a central systemand there is no teaching of

any | ocal conversion of speech into text. Wthout there being
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i nput, Morse would not have reasonably suggested sending the
| ocal text equivalent to other workstations. |In Mrse, inputs
are stored in a central repository called a file and a
conference participant accesses the file at its own
conveni ence. See Mdrse at page 178, columm 1, paragraphs 2
and 4. Mrse would not have reasonably suggested either (1)
recei ving both speech input and a correspondi ng | ocal text
equi val ent of that speech from anot her workstation, as is
required by clains 1 and 11, or (2) transmtting the |ocal
text equivalent of a |ocal speech input to other workstations,
as is required by clains 3 and 14. The exam ner has
identified no reasonabl e suggestion from Mdirse that the dial og
i nformati on generated from each station should contain both
audi o speech and corresponding | ocally generated equival ent
t ext.

As applied by the exam ner, Shelley does not make up for
the deficiencies of Pate and Mdorse. Accordingly, for the
f oregoi ng reasons, we do not sustain the rejection of clains
1-6 and 10-16 under 35 U.S.C. §8 103 as bei ng unpatentabl e over

Pat e and Morse,
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and we do not sustain the rejection of clains 7-9 under 35
U S.C. 8§ 103 as bei ng unpatentable over Pate, Mrse, and
Shel | ey.

Concl usi on

The rejection of clainms 1-6 and 10-16 under 35 U. S.C. 8§
103 as bei ng unpat entabl e over Pate and Morse is reversed.

The rejection of clains 7-9 under 35 U . S.C. 8§ 103 as
bei ng unpatent abl e over Pate and Morse and Shelley is

reversed

REVERSED

LEE E. BARRETT
Adm ni strative Patent Judge

BOARD OF PATENT
JAMVESON LEE APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

JOSEPH RUGGE ERO
Adm ni strative Patent Judge
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